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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

6,553,290 Pillar 4-2003 

6,141,608 Rother 10-2000 
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(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14, and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pillar (USPN 6,553,290) in view of Rother (USPN 6,141 ,608). 

With regard to Claim 1 , Pillar (USPN 6,553,290) teaches a method for analyzing 
machine data, the machine data representing at least one condition of a machine, 
comprising the steps of: 

storing said machine data in a data system; (Col. 7, lines 22-25) 

defining a first testing procedure from a plurality of pre-defined owner input each 
associated with one or more diagnostic processes, wherein at least one of the owner 
inputs is associated with one or more diagnostic processes(col. 10, lines 58-65) that are 
different from the one or more diagnostic processes with which at least one of the other 
owner inputs is associated; (Col. 7-8, lines 60-67 & 1-67) 
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processing said machine data based on said testing procedure to determine a 
machine exception, (Col. 5, lines 5-15)and generating a notification in the event of a 
machine exception. (Col.1 1 , lines 50-52) 

With regard to Claim 2, Pillar (USPN 6,553,290) teaches selecting a test and 
defined parameters for said test. (Col.8 lines21-67, col.9-10, lines 1-67 & 1-40) 

With regard to Claim 3, Pillar (USPN 6,553,290) teaches notification is relayed to 
a notification device. (Col.11, lines 50-52) 

With regard to Claim 4, and 13 Pillar (USPN 6,553,290) teaches notification 
device is a hand held communications device. (33;figure 2) 

With regard to Claim 5, Pillar (USPN 6,553,290) teaches procedure is run on a 
sequencer. (33;figure 2) 

With regard to Claim 6, Pillar (USPN 6,553,290) teaches storing said machine 
data on said machine in packets; and transferring said packets via a communications 
network to said data system. (33,36; See figure 2) 

With regard to Claim 7, Pillar (USPN 6,553,290) teaches streaming said 
machine data from said machine to said data system via a communications network. 
36;figure 2) 

With regard to Claim 8, Pillar (USPN 6,553,290) teaches a system for analyzing 
machine data, the machine data representing at least one condition of a machine, 
comprising: 

a data system configured to store machine data; (Col. 7, lines 22-25) 
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an owner input device configured to accept a plurality of different owner inputs, 
each associated with one or more diagnostic processes (col. 10, lines 58-65), wherein 
at least one of the owner inputs is associated with one or more diagnostic processes 
that are different from the one or more diagnostic processes with which at least one of 
the owner inputs is associated; (Col. 7-8, lines 60-67 & 1-67) and 

an analyzer configured to accept a procedure selected by an owner, from said 
plurality of owner inputs, said analyzer configured to process said machine data based 
upon said procedure to determine a machine exception and generate a notification in 
the event of a machine exception (Col. 5, lines 5-15) (Col. 11, lines 50-52) 

With regard to Claim 9 and 22, Pillar (USPN 6,553,290) teaches a 
communications network for relaying said machine data from said machine to said data 
system. (36; see figure 2) 

With regard to Claim 10, Pillar (USPN 6,553,290) teaches a communications 
network comprises wireless communication means. (Col .6, lines 44-53) 

With regard to Claim 11, Pillar (USPN 6,553,290) teaches a procedure 
comprises a test selected by said owner and at least one parameter defined by said 
owner and associated with said test. (Col.8 lines21-67, col. 9-10, lines 1-67 & 1-40) (Col. 
10,lines 58-65) 

With regard to Claim 12, Pillar (USPN 6,553,290) teaches a notification device 
for receiving said notification via said communications network, (figure 3) 
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With regard to Claim 14, Pillar (USPN 6,553,290) teaches a method for analyzing 
machine data, the machine data representing at least one condition of a machine, 
comprising the steps of: 

storing said machine data in a data system; (Col. 2, lines 12-14) 
defining at least one testing procedure by selecting from a plurality of owner 
inputs, each associated with one or more diagnostic processes to be associated with 
said machine data, wherein at least one of the owner inputs is associated with one or 
more diagnostic processes that are different from the one or more diagnostic processes 
with which at least one of the owner inputs is associated; (Col. 8 lines 21-67, col. 9-10, 
lines 1-67 & 1-40) (Col. 10,lines 58-65) 

processing said machine data based upon said procedure (Col. 5, lines 5-15) 
determining a machine exception from said procedure; (Col. 6, lines 54-56) and 
generating a report in the event of said machine exception. (Col.1 1 , lines 50-52) 
wherein said defining step includes the steps of: 

selecting at least one test to be associated with said machine data; (Col. 10, lines 

58-65) 

defining at least one parameter associated with said at least one test; (Col. 8 lines 
21-67, col .9-10, lines 1-67 & 1-40) 

defining at least two limits for at least one parameter, wherein machine data that 
exceeds at least one of the limits is considered a machine exception; (Col. 8 lines 21-67, 
col. 9-10, lines 1-67 & 1-40) (see measurement range portion of chart) and 
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wherein said process step includes running said at least one test in relation to 
said machine data (col. 10, lines 40-45) 

With regard to Claim 16 Pillar (USPN 6,553,290) teaches an analyzer based 
upon said procedure, which is defined by said owner, performs processing step. (Col .8 
lines 21-67, col.9-10, lines 1-67 & 1-40) (Col. 10,lines 58-65) (15;figure 2) 

With regard to Claim 17, Pillar (USPN 6,553,290) teaches a system for analyzing 
machine data, the machine data representing at least one condition of a machine, 
comprising: 

a data system configured to store machine data; (Col. 7, lines 22-25) and 
an owner input device configured to accept a plurality of different owner inputs, 
each associated with one or more diagnostic processes, wherein at least one of the 
owner inputs is associated with one or more diagnostic processes that are different from 
the one or more diagnostic processes with which at least one of the owner inputs is 
associated; (Col.7-8, lines 60-67 & 1-67) (Col.8 lines 21-67, col.9-10, lines 1-67 & 1-40) 
(Col. 10,lines 58-65) 

wherein the owner input device is configured to accept owner input to: 

select at least one test to be associated with said machine data; ((Col. 10, lines 

58-65) 

define at least one parameter associated with said at least one test; Col.8 lines 
21-67, col.9-10, lines 1-67 & 1-40) 
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define at least two limits for at least one parameter, wherein machine data that 
exceeds at least one of the limits is considered a machine exception; (Col. 8 lines 21-67, 
col. 9-10, lines 1-67 & 1-40) (see measurement range portion of chart) and 

an analyzer configured to accept a procedure selected by an owner, from said 
plurality of owner inputs, said analyzer configured to process said machine data based 
upon said procedure to determine a machine exception (Col. 5, lines 5-15) (Col.11, lines 
50-52) and generate a notification in the event of a machine exception (Col.1 1 , lines 50- 
52) and said analyzer generating a report in the event of said machine exception. 
(Col. 11, lines 50-52) 

With regard to Claim 18, Pillar (USPN 6,553,290) teaches: a communications 
network for relaying said machine data from said machine to said data system. (36;see 
figure 2) 

With regard to Claim 19, Pillar (USPN 6,553,290) teaches the procedure is 
comprised of at least one test selected by said owner, said test having at least one 
associated parameter defined by said owner. (Col. 8 lines 21-67, col. 9-10, lines 1-67 & 
1-40) (Col. 10,lines 58-65) 

Pillar does not appear to teach defining the test procedure includes conditioning 
at least one diagnostic process to execute automatically based on the results of at least 
one other diagnostic process. 

Rother teaches defining the test procedure includes conditioning at least one 
diagnostic process to execute automatically based on the results of at least one other 
diagnostic process. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Pillar reference to include defining the test procedure includes 
conditioning at least one diagnostic process to execute automatically based on the 
results of at least one other diagnostic process (col.1 , lines 45-51 ) taught by Rother in 
order to guide the user in the selection of test to be performed and minimize the 
performance of needless tests, (col. 2, lines 4-6) 

(10) Response to Argument 

Appellant argues that the prior art of record does not teach "defining the test 
procedure includes conditioning at least one diagnostic process to execute 
automatically based on the results of at least one other diagnostic process." 

Appellant's claim 1 recites: 

A method for analyzing machine data, the machine data representing at least 
one condition of a machine, comprising the steps of: 

storing said machine data in a data system; (Col. 7, lines 22-25) 
defining a first testing procedure from a plurality of pre-defined owner input each 
associated with one or more diagnostic processes, wherein at least one of the owner 
inputs is associated with one or more diagnostic processes(col. 10, lines 58-65) that are 
different from the one or more diagnostic processes with which at least one of the other 
owner inputs is associated; (Col. 7-8, lines 60-67 & 1-67) 
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processing said machine data based on said testing procedure to determine a 
machine exception, (Col. 5, lines 5-15)and generating a notification in the event of a 
machine exception. (Col.1 1 , lines 50-52) 

wherein defining the test procedure includes conditioning at least one diagnostic 
process to execute automatically based on the results of at least one other diagnostic 
process. 

A summary of the claim requires that machine related data is stored, a first test 
procedure is defined from a plurality of different predefined owner inputs associated with 
at least one diagnostic process, using the test procedure to determine whether the 
machine is running properly and generating a notification in the event the machine is not 
running properly, and defining the first test procedure includes conditioning one 
diagnostic process to execute automatically based on the results of one other diagnostic 
process. 

A careful reading of the claim illustrates that only one test procedure is required 
with a plurality diagnostic processes to be run. The diagnostic processes maybe 
unrelated and the claim only requires that one diagnostic process finish before another 
starts. Referring to the portion of the claim that recites "based on the results", this 
portion of the claim does not require the results of a first diagnostic process be 
incorporated into the next diagnostic process to be run. The portion of the claim that 
recites "at least one diagnostic process to execute automatically based on the results of 
at least one other diagnostic process" only requires that the initial diagnostics be 
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complete before continuing onto the next diagnostic process as is illustrated from 
appellant's specification: 

[082§] Returning to "FIG.. 3, as seen in contecS blcdc 325, 
he ewssr dstsnnicfls f additioRsl tests ntcd o be desaec 
sc,?ODt st- -j- c i J ~ c ; w'i'l s tba n he w 
ss * v - v.tc, acd ssoci ^ parget r s ^ i ~- For 
sraiapie, if the v s« ceSnea i rw 5 r pressure ai;L s 
se sf iseciit J para ir ht - " 1 " ,,"„' i^jtiajj ./liul! 

r p. • .. --I.-- r.: [ ,c--:r ; fc c ii ddstsoa, sf the 
»r c rci i press e wi-h l . 

s t re r [ T^Lr' fees cr ma ; r. a see c 

sis r oi; .pressure h awecsif s ssociates p arr 
eSers, On m 5- deS i- e 

continues to coa&ol block 330:. 



As mentioned in appellants specification if a second test (diagnostic process) is 
unrelated to the first test then clearly the results of the first test provide no bearing on 
the execution of the second test. Examiner has summarized/explained appellants claim 
in order to illustrate how broadly the invention has been claimed and illustrate that 
appellant's arguments are directed to a much narrower interpretation of the claim 
language then required. 

Another argument that appellant raises is that in claim 14 the limitation of 
"defining at least two limits for at least one parameter..." is not taught by the prior art of 
record. The term limit is defined as: something that bounds, restrains, or confines". A 
range is defined as "a sequence, series, or scale between limits". Clearly, it would be 
within reasonable interpretation for one of ordinary skill in the art to interpret the range 
taught by Pillar (USPN 6,553,290)(col. 8-10) (also can be seen in the figure below) as 
being equivalent to upper and lower limits. As the dictionary definition states that a range 
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is a scale between limits. The figure relied upon clearly shows a range with two limits 
(upper and lower). 



Ts« DwcBssios ami 
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Masses v-'.a^i. tviSsbS* 5-K VDC 

'* " 

FUEL-AS SYSTEM TESTS 

0-3-S-D jssi 



;ss;ri;;^r teak ssssssss*. 



A summary of each of appellants arguments with responses to those arguments 
appear below. 
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1 )Appellants argue that Pillar and Rother fail to establish a prima facie case of 
obviousness. 

1a) Examiner maintains the rejection under 35 USC 103 as no specific reason 
has been given as to why Pillar and Rother fail to establish a prima facie case of 
obviousness. 

2) The Examiner has not fulfilled his duty of explaining why the combination of the 
teachings is proper. 

2a) The combination of the teachings is proper because each and every element 
has been disclosed in the combination. Further the Rother reference provides 
motivation as to why one of ordinary skill in the art at the time of the invention would 
combine the references to arrive on the claimed invention. Please see rejection. 

3) Examiner has not provided legally sufficient evidence to show that all the 
claimed subject matter is disclosed either implicitly or explicitly. 

3a) It is the Examiner 's position that legally sufficient amount of evidence has 
been presented in order to show that all the claimed subject matter is disclosed. Please 
see rejection. 

4) The Examiner has failed to provide a legally proper reason as to why one of 
ordinary skill in the art would have combined the references in the manner suggested in 
the final office action. 

4a) It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the Pillar reference to include defining the test procedure includes 
conditioning at least one diagnostic process to execute automatically based on the 
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results of at least one other diagnostic process (col.1 , lines 45-51 ) taught by Rother in 
order to guide the user in the selection of test to be performed and minimize the 
performance of needless tests, (col. 2, lines 4-6) 

5) Examiner has not met his burden of establishing a prima facie case of 
obviousness with respect to claim 1 ,8,14, and 17. 
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5a) With respect to claims 1,8,14 and 17 examiner maintains the rejection under 
35 USC 103 as no specific reason has been given as to why Pillar and Rother fail to 
establish a prima facie case of obviousness. 

6) The examiner has misinterpreted the disclosure of Rother and misconstrued 
appellant's claims. Proper construction of appellants claim does not read on the 
disclosure of Rother or even on the alleged disclosure of Rother as interpreted by 
Examiner. 

6a) Examiner maintains the rejection under 35 USC 103 as no specific reason 
has been given as to why Pillar and Rother have been misinterpreted and why the 
claims have been misconstrued. 

7) Rother does not disclose or suggest a series of tests execute (or are even 
conditioned to execute) based on manufacturer's previous diagnosis experience. 
Instead Rother disclosed listing (not executing ) tests in a particular order based on 
manufacturer's previous diagnostic experience. 

7a) Below is a citation of Rother Col. 8, lines 23-37. This section of Rother clearly 
illustrates that the reference is capable of executing and does execute multiple tests. 

Tbt5' = tzi f il>,r scxci disj a; "5 prsssats re i li- 
lt « jeseu 6$ p cables sten c &s iSi ted 

sad -r ^tT~raT.^-?~™t,"^i™^i\Tv. 

c -v 44- J s lbs ;iH« v. sets s h *h is td n iv ? . u s 
ss -v -l'C - re - ' r t . t retaras j Jbe 

es ng screes iiif FIG: 4, sej s i<* is bee T1 fa us _ 
SO v uple cJ ill be si 3wa lq a diEere ;d r T : r '.Ides 
s nsecbsabm s dc wtecb ' ],.- ■. ::ct. r - 

s^-n v _ r I v c_ < -• tt « tt ... 

xise perfesrasatioe - * > and sis coitect She tes data 
and, s: 'tt i i 1 - e hf e us ' v e dste asd 

JS prcscE i she user with diagnostic csgcl^giogs Or.;; i_e less 
sconrreteiT the systt ~i =a I fact ]: so ihsi it k 
eoJ iaadveitentiy rejwated. 
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8) The tests in the Rother reference are not executed or even conditioned to 
execute based on manufacturer's previous experience. 

8a) The claims do not require that the tests execute based on manufacturer's 
previous experience. The claims only require that a first test be executed and some sort 
of results be generated before a second test may begin. Appellant 's own specification 
disclose that the tests maybe unrelated. Therefore, the claim in light of appellant's 
specification only requires that one test is executed and completed. Based on the 
completion the next one may start. The claim does not require that the results from the 
first diagnostic test procedure be incorporated into the second diagnostic test 
procedure. 

Although the claims in light of appellants specification do not require the 
diagnostic test to be based on anything beyond completion of a previous test. Rother 
does teach executing based on manufacturer's previous experience. Please see the 
Rother col. 3, lines 20-33 as cited below. 

[0828] Retiring to FIG, 3, ss seen in control block 323* 
She cwser dc-lcin-irxs if additional tests used to be defined. 

- ,coist: tL a? r „ l ol b c *l0 ■= t i rr ire- e.s 
ssftj se selected m associated jarsmeters cfefuset Fot 
s ipk „ sei & ne-il a, test £ press .1 

- tt.^._ J ^ l ^ | I 

ascr [ -, r > ' s • r pr ^ ; , ; , « 
■p't. ^T; iTcp e-nEre; ; pes' 1 In sdd: h i he 
ewser bis defined one scs! for oil pressure vdtb a. tret &es of 
sssodsted psraascteTS, the owcei scav define a ssre:ai 'est, 
ski & r ress c "> a -.. id v t sss ic iic, - fSG 

Ct J i -r- 1 _ r 5tS v. tSj 

comics to coo^oi bk>=k 33©, Appellant's specification 
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A fundamental aspect of the invention is that it permits a. 
fault-based drx» villi;, diagnosis of a vehicle. In such a 
fault-based mode of operation, the system essentially pre- 
sents the- user with a menu of problems indicated, e-.g r> by 
symptoms or service codes, and the user selects those 
problems which are pertinent to the vehicle under test. Based 
u pon me selected faults, the system then presen t s t h e -us er 
with a list of tests to be. .performed ;o clagaossjhe cause o r 
causes of the faults. The tes ts art listed in ihe order is which 
they would most likely be- effective in diagnosing the vehicle 
faults, b ase d up o -a the manufacturer's information aad pre - 



9) Manufacturers previous experience does not constitute " conditioning at least 
one diagnostic process to execute automatically based on the results of at least one 
other diagnostic process. 

9a) The claim does not require the detail that appellant is arguing. Please see 

argument 8a. Also the cited portion of Rother (col. 1, lines 45-49) clearly shows 

automatically executing multiple test sequences. 

Platform products, e.g., engine analyzers, are typically 
high-end systems capable of performing a variety of differ- ^ 
en; types of tests. They pia;, r ;r : : y: Je th e i->cr wuk ^uogati c 

es sequences s yste iia c ii j se i eh u t 

paM-&mr order ana' thes proyiHS* i~ giosiic c collisio ns 
t se u Sfi t test jresui n '\"T "p SSn jts^'&ut I e~J\ c: 
analyzers, are "usually focused on particular types of prob- ^ 

ems or particuia vehicle systems The> n a> u L . c : id 
erable time to hook up all the necessary leads and perform 
the comprehensive tests, and the user must decide which 
product to use and how the test data should be integrated into 
an overall, diagnosis. 

10) Appellants recitation of "conditioning at least one diagnostic process to 
execute automatically based on the results of at least one other diagnostic process." 



vious re i 



vehicle;" 




Rother Col. 3, lines 20-33 



When read in light of the specification does not encompass configuring a test to execute 
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based upon the manufacturer's previous diagnosis experience and thus does not read 
on Rother 

10a) The claim does not require the detail that appellant is arguing. As seen 
below the second diagnostic process maybe unrelated to the first therefore the actual 
numerical results would not be needed in order to execute the second unrelated test. 
The claim only requires that one diagnostic process be complete before automatically 
executing a second diagnostic process. 

.>•..'■** Ramming HC 1 seen io tool tote 52! 
so owner dcssrsnin-ss ad; frit ts i cor . t 

sc ;oEtrc :cr -is ecnSicl bkisk Jit) sc tb.a ; c. he ,- 
iii -v Kkcres ind fissodajed sarsrasters defoec t 
essmple, Sf the cwaer e ces l test foi iii press;-;; > t 

se O S332G £ted p£ 2 1- - 3 'I j " 1 1. ; ^-.JC ll ^"„ L '„ L 
. .scj r-,^ ib-^, , igire -;:■=,/...,! .; ^ V : * 

?r-:r .-^'l-y e-«:f ice *;s' 1; res, In fdd • on if *bc 
- 1 v e red se es j i pi-- Mt, w k: i 
c tc ECtere, tfec " r - r: e 
ils for i pfc^^fs v. h a weo-sd se of associates psrsm 

e Shg owner t te&sed all desire -t 
continues to control block 339. 

1 1 ) Examiner improperly construes the claim term "other diagnostic process" to 
cover ANY diagnostic process, even those performed outside the context of the testing 
procedure, such as during manufacturer's previous diagnostic experience 

11a) Again the claims only require that the previous test be executed and 
completed before another test procedure be initiated. 

According to appellant's specification the "other diagnostic process" maybe a 
second unrelated test. So it maybe any test within the predefined test types i.e. the 
chart (pillar reference) shown above clearly illustrates numerous tests that maybe 
executed. Further Rother in Figure 3 (test procedure section) clearly shows numerous 
tests that maybe incorporated into the testing procedure, (see below) 
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12) The "other diagnostic process" is one executed as part of the same testing 
procedure, and not some previously conducted diagnostic process with no direct 
correlation to the present testing procedure. Since the construction of claim 1 is 
inconsistent with appellant's specification the rejection of claim 1 should be reversed 

12a) From the cited portion of Rother below it is clear that the user with 
automatic test sequences that systematically test the vehicle in a particular order i.e. 
1)test 1 performed and completed 2) test 2 performed... etc. Also as previously 
mentioned the tests do not have to be related according to appellant's specification. 

Platform products, e.g.. engine analyzers, are typically 
high-end systems capable of performing a variety of differ- ^ 
era types of tests. T hey may provide the user with automati c 
test sequences thai systematical j 't-f vehicle in a 
p'_'!~ T. i: v -T~~ 7"7TTcT"p75 —n. sTtic eosclusiom 
I t^u i i tesfresuh "Plat ri p 3ucts sue as engine 
dT"T/> -> ,!r .:sl. ■>'.'.> focused on particular types of prob- gn 
kms or particular vehicle systems. They may take consid- 
erable time to hook yp all the necessary leads and perform 
the comprehensive tests, and the user must decide which 
product to use and how the test data should be integrated into 
an overall, diagnosis. ... 



13) Examiner has not provided any teaching, suggestion, motivation or any other 
reason to combine the references in the manner suggested in the final office action 

13a) It would have been obvious to one of ordinary skill in the art at the time of 
the invention to modify the Pillar reference to include defining the test procedure 
includes conditioning at least one diagnostic process to execute automatically based on 
the results of at least one other diagnostic process (col.1 , lines 45-51) taught by Rother 
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in order to guide the user in the selection of test to be performed and minimize the 
performance of needless tests, (col. 2, lines 4-6) 

14) Examiner uses portions of the background section of the Rother disclosure in 
order to reject appellant's claims. The cited portion of the background section teaches 
away from the using systems disclosed in that section by pointing out disadvantages of 
using the systems disclosed in that section 

14a) The cited portion used for motivation is directly related to systematically 
testing the vehicle in a particular order. The disadvantages pointed out by Rother have 
nothing to do with why one would automatically perform test sequences in a particular 
order. The disadvantages are directed towards the physical setup of the system 
described in the background section. However, the same procedure is used as can be 
seen in Rother's specification and the improvement is not directed towards the 
procedure which is consistent in the background as well as the detailed description 
section. 

15) Rother does not disclose "conditioning at least one diagnostic process to 
execute automatically based on the results of at least one other diagnostic process" 
therefore the suggested combination would not result in the claimed subject matter. 

15a) Clearly the cited portion below teaches conditioning at least one diagnostic 
process to execute automatically based on the results of at least one other diagnostic 
process therefore the combination would result in the claimed invention. 
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Platform products, e.g., engine aaalyzers, are typically 
high-end systems capable of performing a variety of differ- ^ 
en; types of tests They may r < Jt. tK user v,ith atitf re<ai e 
Ess eq isnce v tematically test - ' m j 

r E! IHZIZ" 1 ^hes provide ..^ Tm c ni 
bases on tht 'in ce'sl^s Pktfotc: "p • ducts, si ch as i g!ne 
analyzers,, usually focused oa particular types of prob- ^ 
letsss or pas ici . 1 k - 'stems. They may take consid- 
erable time to hook up all the necessary leads and perform 
the comprehensive tests, and She user mast decide which 
product to use and how the test data should be integrated iota 
an overall diagnosis. 

16) The benefits cited by examiner include guiding the user in the selection of 
tests to be performed and minimizing the performance of needless tests. These benefits 
do not provide any reason to modify the Pillar to include "conditioning at least one 
diagnostic process to execute automatically based on the results of at least one other 
diagnostic process" 

16a) The Rother reference teaches performing automatic test sequences in a 
particular order. That order is based on previous experience. The reason for placing 
them in a particular order is to diagnose the problem with a minimal amount of tests and 
avoid needless tests. So one of ordinary skill in the art at the time of the invention would 
be motivated to perform all the desired tests shown in the Pillar reference in a particular 
order based on previous experience in order to avoid conducting needless test and to 
avoid having to manually perform each test i.e. automate the process. 



17) The claimed feature provides customizable automation and does not guide 
users in the selection of test or minimize the performance of needless tests. Therefore 
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the benefits of Rother do not correspond to the feature of customizable automation and 

therefore cannot provide motivation for modifying the Pillar disclosure. 

17a) The claim only requires that one selected test be performed and completed 

and a second test be executed. Therefore the combination of the references yields the 

claimed invention. Further the Rother reference (see below)teaches that that the user 

may perform the test in any order desired and reads on appellant's "customizable 

argument" even though the claim does not require it. 

Once the symptom or symptoms haw been selected and 
thsKassoc ate 1 fee muse ded t& p cec ^rcs displaced, the 
UiJf Scats then k tci &m f h> di~n -*£v + ci* procedures, and 
the system wil thsi lau. d initiate that p -e V, - !e 

tb? screen display 39 lists a recommended order for per- 
forming listed tests, th e vser is f ree l o L p erform the tests io 
arty order desired 

18) Appellant challenged examiners motivation for the suggested combination . 
examiner responded with citations of case law. Examiner seems to suggest that there is 
a legally sufficient motivation to combine Rother with pillar that one of ordinary skill in 
the art would glean from these references and/or the general knowledge of a skilled 
artisan. 

18a) In response to appellant's argument that there is no suggestion to combine 
the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
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It should be noted that what the combined teachings, knowledge of one of 
ordinary skill in the art, and the nature of the problem to be solved as a whole would 
have suggested to those of ordinary skill in the art." 441 F.3d 987 that obviousness 
couid be found on the basis of a "problem that was within the general knowledge of 
those of ordinary skill in the art," 424 F.3d 1322 

It should also be noted that it has been held that broadly providing a mechanical 
or automatic means to replace manual activity which has accomplished the same result 
involves only routine skill in the art. In re Venner, 120 USPQ 192. 

Although automating a series of tests would be obvious to one of ordinary skill in 
the art and only require common knowledge. Motivation has been provided in the prior 
art of record and therefore more then the legally required amount of evidence has been 
presented. The rejection is deemed proper for the aforementioned reasons.. 

19) claim 8 should be reversed for the same reasons as those discussed with 
respect to claim 1 

19a) Please see Examiners response to arguments directed towards claim 1 

above. 

20) Examiner alleges that the measurement range portion of the chart meets the 
feature of defining at least two limits for the at least one parameter. The chart shows 
acceptable measurement ranges for a number of parameters. The chart does not 
indicate multiple limits utilized simultaneously for any of the parameters. 

20a) The chart in Col. 8 lines 21-65 clearly show a range with two limits 50(lower 
limit) & 5000(upper limit) RPM used for the same test Engine RPM (AVE). Therefore 
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appellant's claim limitation clearly reads on the chart taught by Pillar as shown in the 
chart below. Also see Examiners previous argument regarding limits which includes the 
dictionary definitions of the terms "limit" and "range". 
Pillar 6,553,290 (Col. 8, lines 21-65) 
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21 ) Pillar does not disclose an operator selecting or a system configured to 
accept owner input to select "at last two limits for the at least one parameter" as recited 
in claim 14 and 17 

21a) As shown below, Pillar (col. 10 lines 58-65) discloses a menu of various 
tests from which an operator can chose from. The test(s) correspond to the chart below 
(Col. 8, lines 21-65) which teaches a range. By selecting for example Engine RPM 
(AVE) test you would also select the range for the test i.e. 50-5000 RPM. The range 
clearly shows two limits 50 & 5000 RPM. 

As s-icp 102. one- the vetskk djagaos&c Qj ptiyE: »«focicd« 
Lhe i&pm lv displays & a-smi a vsrksus iesy r*s si 
e.-D avsiiabie r c the aper-s „_"*cTTT_ e r 3 prasapted 10 
select a tc-st &nmfa test m , Again, the list; of options 
i si ~ n " * - 3 . : - 1 ~ pt Es, assc-ine railoftbsse 

the operator sm ^ r »gh the caeti 1 , sad selected She 
55 dtsked ojtbB p iMar 6,553,290 (Col. 10 lines 58-65) 

22) The ranges shown in the Pillar reference are simply exemplary ranges where 
such a parameter is likely to fall. There is no disclosure in Pillar that these upper and 
lower range numbers constitute limits and that "machine data that exceeds at least one 
of the limits is considered a machine exception" 

22a) As mentioned above the dictionary definition of a range is "scale between 
limits". It can be clearly seen from the chart in Col. 8-10 of Pillar each measurement 
range corresponds to a certain parameter. Since a range by definition is a scale within 
limits it is well within reason to interpret the upper and lower limits of the ranges to be 
equivalent to that as claimed by appellant. Further a limit by definition is "something that 
bounds, restrains, or confines". If the parameter is outside of these bounds then it is 
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within reasonable interpretation to conclude that the machine using these limits is not 
functioning properly. 

23) Dependent claims 2-7,9-13,16,18 and 19 depend from 1,8,14, and 17 and 
are therefore allowable for at least the same reasons that the respective claims from 
which they depend are allowable. 

23a) Dependent claims 2-7,9-13,16,18 and 19 are not allowable in view of 
examiners remarks with regards to claims 1 ,8,14 and 17 for at least the same reasons 
that the respective claims from which they depend are NOT allowable. 

In light of the evidence presented, the 103 rejections are proper, are being 
maintained and should be sustained. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 

/Aditya Bhat/ /John E Barlow Jr./ 

Examiner, Art Unit 2863 Supervisory Patent Examiner, Art Unit 

2863 
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/John E Barlow Jr./ 

John Barlow, 
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David Blum 

TQAS Appeal Specialist, TC 2800 



